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Abstract

In this paper, we analyze the appropriate regulatory framework of the European Union
which is related to the issue of the scope of trade mark, i.e. its application in practice,
through appropriate judgements of the Court of Justice of the European Union. More
particularly, the focus of the analysis is on the factors on the basis of which the scope of
trade mark as a subjective right is determined, i.e. the limits of protection acquired by the
concrete trade mark. In that sense, this paper will aim to provide a detailed view of,
primarily, the concept of likelihood of confusion which represents the key element for
determining the scope of trade mark as a subjective right, through the view of the
individual elements from which it consists, i.e. on the basis of which the existence of the
mentioned likelihood is determined in each concrete case.

Key words: the scope of trade mark, the concept of likelihood of confusion, the
similarity of goods and services, the similarity of signs, the global
appreciation of the likelihood of confusion.

OBUM CYBJEKTUBHOI ITIPABA HA KHUI' Y ITPABY
EBPOIICKE YHHUJE

AncTpakT

VY oBoM panmy aHanmm3mpa ce onrosapajyha perymarmBa EBporicke yHHje Koja ce
OJIHOCH Ha THUTarbe 00MMa JKHra, OJHOCHO H-eHa NPUMEHA Y MPAKCH, U TO KPO3 OJ[roBapa-
jyhe npecyne Cyna npasne EBporicke yHuje. JleTasbHuje pedeHo, aHaM3Upajy ce YNHH-
OLIM Ha OCHOBY KOjHX ce ozpel)yje 00uM >xura kKao cy0jeKTHBHOT IpaBa, OAHOCHO IPaHHIIe
3aIlTHUTE KOja Ce CTUYE KOHKPETHHUM JKUIOM. Y TOM CMHCITY, y OBOM pajy he ce u3BpmmTH
JieTajbaH NpHKa3, IIpe CBera, KOHLeNnTa BepoBaTHohe 3a0yHe, KOjU MpeCTaB/ba KIbY4HN
€NIEMEHT 32 YTBphUBarme 00MMa JKHTa Kao CyOjeKTHBHOT IpaBa, U TO KPo3 MPHKa3 I0je IH-
HAaYHHX eJleMeHaTa M3 KOjUX ce OHa CacTOjH, OHOCHO Ha OCHOBY KOjHX ce yTBphyje mo-
CTOjare MOMEHYTEe BEpOBaTHONE Y CBAKOM KOHKPETHOM CITy4ajy.

KibyuHe peun: o0WM Hra, KOHIIENT BepoBaTHONE 3a0yHe, CIIMYHOCT poda U yCiIyra,
CIIMYHOCT O3HaKa, MPOLIeHA IT0CTOjakha BepoBaTHONE 3a0yHe Ha OIIITH
HAuKH.
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INTRODUCTORY REMARKS

Contemporary market is characterized by an extremely high number
of mutually similar goods and services which practically make up a vast
mass for the average consumer. For the consumer to be able to spot certain
goods, i.e. service in such mass, it is necessary to make them different,
primarily from competing goods and services. Goods or services can be
made different from others in several ways, whereby signs protected by
trade mark represent one of the most efficient means in achieving the
mentioned aim. In order to make their goods or services different, and
therefore recognizable to consumers, and thus to win the market competition,
undertakings give great importance to signs protected by trade mark.

Signs protected by trade mark represent special phenomenon of the
contemporary market, primarily because of the contradiction created by
them. It consists in that that the consumers, very often, choose products
led by the criterion of recognizability of the sign, instead by the criterion
of quality or the criterion of price. Because of that, undertakings have for
their aim, inter alia, making the sign recognizable on the market, in order
to obtain as large number of consumers as possible.

In this regard, the question of possibility of registering similar signs
for marking identical or similar goods or services on the market arises, as
well as the question of legal consequences for tolerating such a state in the
course of trade. In that sense, starting from the significance of signs protected
by the trade mark in the course of trade, precise defining of the limits of legal
protection acquired by the trade mark, i.e. determining the scope of trade
mark as a subjective right, represents one of the most important questions in
Trade Mark Law, with the aim of adequate protection of the rights and
interests of trade mark proprietors and consumers, and the aim of ensuring
legal certainty.

LEGAL FRAMEWORK FOR DETERMINING THE SCOPE
OF TRADE MARK

The legal basis for the protection of the rights of the trade mark
proprietor, which, inter alia, determines the scope of protection that can
be acquired by trade mark as a subjective right is article 10 of the
Directive EU 2015/2436 of the European Parliament and of the Council
of 16 December 2015 to approximate the laws of the Member States
relating to trade marks (hereinafter referred to as: the Directive). Namely,
Acrticle 10 paragraph 1. and 2. of the Directive stipulates the following:

,»1. The registration of a trade mark shall confer on the proprietor
exclusive rights therein.

2. Without prejudice to the rights of proprietors acquired before
the filing date or the priority date of the registered trade mark, the
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proprietor of that registered trade mark shall be entitled to prevent
all third parties not having his consent from using in the course of
trade, in relation to goods or services, any sign where:

(2) the sign is identical with the trade mark and is used in relation
to goods or services which are identical with those for which the
trade mark is registered,;

(b) the sign is identical with, or similar to, the trade mark and is used
in relation to goods or services which are identical with, or similar to,
the goods or services for which the trade mark is registered, if there
exists a likelihood of confusion on the part of the public; the
likelihood of confusion includes the likelihood of association between
the sign and the trade mark;

(c) the sign is identical with, or similar to, the trade mark irrespective
of whether it is used in relation to goods or services which are
identical with, similar to, or not similar to, those for which the trade
mark is registered, where the latter has a reputation in the Member
State and where use of that sign without due cause takes unfair
advantage of, or is detrimental to, the distinctive character or the
repute of the trade mark.”

Thus, article 10 paragraph 2. point (b) of the Directive defines the
scope of protection that trade mark provides to its proprietor. In that sense,
other parties must not use the sign protected by a trade mark for the purpose
of marking the goods and services which are similar with those which the
sign refers to (Varga, 2014, p. 254). In addition to that, other parties must not
even use the sign which is similar to the sign of the trade mark proprietor for
the purpose of marking identical or similar goods and services, if there exists
a likelihood of confusion on the part of the relevant public regarding the
origin of goods or services marked by the trade mark (Varga, 2014, p. 255).

With regard to the aforementioned, it can be concluded that in the
Trade Mark Law the subject matter of protection is the link between certain
goods or services and certain sign, and not the sign as such (Markovi¢, 2011,
p. 43). In other words, a trade mark consists of a sign and a list of goods or
services (Boskovi¢, 1998, p. 1088).

Thus, the notion of similar goods, or services determines the ultimate
range of protection acquired by a trade mark (Vlaskovi¢, 2012, p. 719). That
means that a trade mark can be used freely for the purpose of marking the
goods or services which are not similar with the ones specified in the
application for trade mark registration (Vlaskovi¢, 2011). In that case, the
trade mark infringement cannot be discussed (Vlaskovi¢, 1995, p. 560).

On the other hand, as it follows from article 10 paragraph 2. point
(c) of the Directive, the mentioned rule does not apply to the trade marks
with a reputation which enjoy broader protection than the one previously
defined. However, the legal protection of the trade marks with a reputation
is not the subject of this paper, therefore it will not be discussed in more
detail.



196

THE CONCEPT OF “LIKELIHOOD OF CONFUSION™”
AS THE MOST IMPORTANT ELEMENT FOR DETERMINING
THE SCOPE OF TRADE MARK

The concept of likelihood of confusion represents, not only the key
link in determining the scope of trade mark as a subjective right, but at the
same time in the protection of the rights of the trade mark proprietor.
Namely, proceeding from the fact that the origin function is the basic trade
mark function (Baumbach, Hefermehl, 1979, p. 66-69), it is clear that the
prevention of likelihood of confusion regarding the origin of goods or services
marked by the trade mark, is of essential importance in achieving the basic
role of the trade mark.

Having regard to the fact that the existence of likelihood of
confusion is a factual issue which has to be resolved in each specific case,
the most expedient is to start from the practice of the Court of Justice of the
European Union, for the purpose of defining the mentioned concept. Thus,
in the Canon Kabushiki Kaisha v Metro-Goldwyn-Mayer Inc., formerly
Pathe Communications Corporation judgement, the mentioned court
defines likelihood of confusion as the risk that the public might believe that
the goods or services in question come from the same undertaking or, from
economically-linked undertakings (Judgement of the Court of Justice of the
European Union in Case C-39/97, 1998, para. 29). The first case is about
likelihood of direct confusion, and the second case is about likelihood of
indirect confusion (Judgement of the Court of Justice of the European
Union in Case C-251/95, 1997, para. 16).

When discussing the assessment of existence of likelihood of
confusion, the Court of Justice of the European Union states that the
existence of mentioned confusion must be assessed globally by reference to
the perception which the relevant public has of the signs and of the goods or
services in question, taking into account all factors relevant to the
circumstances of the case, in particular the interdependence between the
similarity of the signs and that of the goods or services designated (Judgment
of the General Court in Case T-390/15, 2016, para. 35). In accordance with
the mentioned, a lesser degree of similarity between goods or services in
guestion may be offset by a greater degree of similarity between the signs,
and vice versa (Judgement of the Court of Justice of the European Union in
Case C-39/97, 1998, para. 17).

Thus, the existence of likelihood of confusion presupposes both that
the sign applied for registration and the earlier sign are identical or similar,
and that the goods or services covered in the application for registration are
identical or similar to those in respect of which the earlier mark is registered
(Judgment of the General Court in Case T-390/15, 2016, para. 36). Those
conditions are cumulative (Judgment of the General Court in Case T-390/15,
2016, para. 36), which means that both of them must be fulfilled in order for
a likelihood of confusion to exist.
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When assessing the existence of likelihood of confusion in each
concrete case, the Court of Justice of the European Union first determines the
circle of persons which constitute the relevant public, considering the type of
goods or services in question, then it determines the similarity of the goods
and services, and in the end, the similarity of concrete signs. The mentioned
order, in terms of giving the rationale for each individual element, will be
used in this paper.

The Relevant Public

As it has already been said, in order for the trade mark infringement
to exist, it is necessary that the likelihood of confusion regarding the origin
of goods or services marked by the trade mark exists on the part of the
relevant public. When discussing the question from whom the relevant
public comprises, the Court of Justice of the European Union states that the
formulation of article 10 paragraph 2. point (b) of the Directive’ ,....there
exists a likelihood of confusion on the part of the public...” shows that the
perception of signs in the mind of the average consumer of the type of
goods or services in question plays a decisive role in the global appreciation
of the likelihood of confusion (Judgement of the Court of Justice of the
European Union in Case C-251/95, 1997, para. 23). It can be concluded,
from the mentioned, that the Court under relevant public implies average
consumer of the concrete type of goods or services. Therefore, the relevant
public is determined separately in each concrete case, starting from the type
of goods or services in question (Jurkiewicz, 2011).

Thus, for example, in Perfetti Van Melle Benelux BV v European
Union Intellectual Property Office case, the Court of Justice of the European
Union started from the fact that the goods in question, confectionery products
and cereal chips to be precise, represent food products, i.e. everyday
consumer goods, and therefore the relevant public consists of end consumers
(Judgment of the General Court in Case T-390/15, 2016, para. 39).

In relation to determining the relevant public, the Court of Justice
of the European Union also states that the average consumer is deemed to
be reasonably well-informed and reasonably observant and circumspect
(Judgement of the Court of Justice of the European Union in Case C-342/97,
1999, para. 26). Namely, the Court has defined the average consumer in the

1 Accurately speaking, the mentioned judgement, like other judgements mentioned in
this paper which are delivered before the Directive EU 2015/2436 has entered into force,
takes article 5 paragraph 1. point (b) of the First Council Directive 89/104/EEC of 21
December 1988 to approximate the laws of the Member States relating to trade marks
for the legal basis of the likelihood of confusion. However, because the mentioned
article has been incorporated as article 10 paragraph 2. point (b) into the Directive EU
2015/2436 in essentially unmodified form, for the convenience of the reader, in this
paper we will cite only article 10 paragraph 2. point (b) of the Directive EU 2015/2436.
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mentioned manner, starting from the fact that he only rarely has the
chance to make a direct comparison of the different marks, but must place
his trust in the imperfect picture of them that he has kept in his mind, and
that the average consumer's level of attention is likely to vary according
to the category of goods or services in question (Judgement of the Court
of Justice of the European Union in Case C-342/97, 1999, para. 26).

In relation with the foregoing, it should be emphasized that the Court
of Justice of the European Union took the position that average consumer’s
level of attention can be average, higher or lower, depending on the type of
goods or services.

In this regard, the average level of attention usually exists when it
comes to goods such as beverages and foodstuff, which are abundantly
displayed on shelves in food retailers, shopping centers, restaurants, and bars
(Maeyaert, Muyldermans, 2013). A somewhat lower degree of attention
exists when it comes to mass consumer goods with a low monetary value,
which are often purchased impulsively (Maeyaert et al., 2013). Finally, a
higher degree of attention exists when it comes to goods or services which
are durable, have high value, which are intended for more exceptional use, or
goods for which the relevant public is made up of specialists in the sector
(Maeyaert et al., 2013).

Thus, for example, in Perfetti Van Melle case the Court has
determined that the average consumer's level of attention will be relatively
low, starting from the fact that products in question mostly represent
inexpensive everyday consumer goods (Judgment of the General Court in
Case T-390/15, 2016, para. 39, 77).

The Similarity of Goods and Services

After it has been determined who the average consumer is in the
concrete case, we proceed to the question whether that average consumer
considers that goods or services marked by the signs are similar or not.
Namely, article 10 paragraph 2. point (b) of the Directive provides that the
likelihood of confusion presupposes that the goods and services marked by
the trade mark and the sign are identical or similar, because of which in every
concrete case it is necessary to determine the existence of identity or
similarity. This point of view is also confirmed by the Court of Justice of the
European Union by stating that: “even where a sign is identical to another
with a highly distinctive character, it is still necessary to adduce evidence of
similarity between the goods or services covered” (Judgement of the Court of
Justice of the European Union in Case C-39/97, 1998, para. 22).

When assessing the mentioned similarity by the average consumer,
belonging of goods and services to a certain class, in accordance with the
Nice Agreement Concerning the International Classification of Goods and
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Services for the Purposes of the Registration of Marks,? cannot serve as a
decisive criterion for determining the similarity of concrete goods and
services. Namely, the classification of goods and services in accordance with
the mentioned agreement, serves exclusively for administrative purposes,
because of which goods and services may not be regarded as being similar on
the grounds that they appear in the same class, as well as the goods and
services may not be regarded as being dissimilar on the grounds that they
appear in different classes (Commission regulation (EC) No 2868/95 of 13
December 1995 implementing Council Regulation (EC) No 40/94 on the
Community trade mark, article 1, title I, rule 2, point (4)). Thus, for example,
in Perfetti Van Melle case the Court has found that products in question
belong to the class 30 of the mentioned Agreement, whereby it took the fact
of belonging to the mentioned class only as one of the criteria for determining
the similarity of the concrete products (Judgment of the General Court in
Case T-390/15, 2016, para. 3, 6, 7, 42, 46).

Also, when assessing the similarity of goods or services, it is not
enough to take the position that they are either similar or dissimilar, but the
degree of similarity, which can be high, normal i.e. certain, or weak i.e.
low, must be determined (Maeyaert et al., 2013). In this regard, one should
bear in mind the rule that the similarities between the goods or services
outweigh the differences (Judgment of the General Court in Case T-161/10,
2011, para. 25).

Finally, when assessing the similarity of the goods or services, all the
relevant factors relating to those goods or services themselves should be
taken into account (Judgement of the Court of Justice of the European Union
in Case C-39/97, 1998, para. 23). These factors include, inter alia, their
nature, their intended purpose and their method of use, and whether they are
in competition with each other or are complementary (Judgement of the
Court of Justice of the European Union in Case C-39/97, 1998, para. 23).

Factors for assessment of the existence of similarity of goods and
services. When discussing the mentioned factors, one should bear in mind
primarily that the Court of Justice of the European Union, when stating these
factors, uses the expression inter alia, which means that, depending on the
circumstances of the concrete case, other factors can be of influence on the
assessment of existence of similarity of goods and services (Jurkiewicz,
2011). Thus, for example, in Perfetti Van Melle case the Court also took
into account the distribution channels for the mentioned products and the
possibility that they can be produced by the same undertakings (Judgment
of the General Court in Case T-390/15, 2016, para. 41, 52, 53).

2 Namely, it is a system that is introduced by the World Intellectual Property Organization
(WIPO), which divides all goods and services capable for registering into 45 classes
(Ashmead, 2007, p. 82). Cited according to: Jurkiewicz, 2011.
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On the other hand, the mentioned Court delivered a large number of
judgments on determining the existence of similarity of goods and services,
at the same time giving the interpretation of the mentioned factors. In that
sense, factors for assessment of the existence of the similarity of goods and
services will be shown through, already mentioned, judgement Perfetti Van
Melle in which the court has determined the similarity of confectionery
products and cereal chips (Judgment of the General Court in Case T-
390/15, 2016), and which is largely based on the earlier practice of the
Court of Justice of the European Union.

Thus, when discussing the nature of mentioned products, the Court
first stated that cereal chips can be both sweet and salty and therefore that
sugar can be a common ingredient of the mentioned chips and confectionery
products (Judgment of the General Court in Case T-390/15, 2016, para. 46,
48). However, as the Court further states, the other ingredients of the two
types of products must be taken into consideration, having regard to the fact
that one part of the confectionery products from class 30, like chocolate, can
be made from the same ingredients and, therefore, be the same in nature as
sweet cereal chips, while that is not the case concerning other part of the
products, like candies and chewing gums (Judgment of the General Court in
Case T-390/15, 2016, para. 48). Then, when it comes to the intended purpose
and the method of use, the Court first stated that mentioned products have the
same purpose, considering that they are consumed occasionally as snacks
between main meals and satisfy a certain urge or craving for food with a
certain taste (Judgment of the General Court in Case T-390/15, 2016, para.
42). However, starting from the nature of the mentioned products, the Court
has determined that they have the same purpose in so far as they are intended
to serve as sweet snacks, whereas in the reverse situation that is not the case
(Judgment of the General Court in Case T-390/15, 2016, para. 51). Thereafter,
the Court took the position that mentioned products can be produced by the
same undertakings, in particular if the cereal chips in question are sweet, and
that they share the same distribution channels, regardless of the taste of the
mentioned chips (Judgment of the General Court in Case T-390/15, 2016,
para. 42, 52, 53). Finally, when discussing the question whether the products
are in competition with each other or are complementary, the Court took the
view that competition can exist only when it comes to sweet cereal chips,
whereas in the other case the products are complementary (Judgment of the
General Court in Case T-390/15, 2016, para. 54).

The Similarity of Signs

If it has been determined that a certain degree of similarity between
goods or services exists, we proceed to determination of existence of the
similarity of signs. In that sense, the global appreciation of the likelihood of
confusion implies, when it comes to the assessment of similarity of signs in
question, taking into account visual, phonetic or conceptual similarity of the
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signs, whereby the mentioned similarity must be based on the owverall
impression given by the signs, bearing in mind, in particular, their distinctive
and dominant components (Judgment of the General Court in Case T-390/15,
2016, para. 58). Namely, the mentioned method of assessment is necessary,
bearing in mind that the average consumer normally perceives a sign as a
whole, and does not proceed to analyse its various details (Judgment of the
General Court in Case T-390/15, 2016, para. 58).

When discussing the visual, phonetic or conceptual similarity of the
signs, it is enough that similarity on the basis of just one of the mentioned
aspects exists, in order to talk about the similarity of signs, i.e. it is not
necessary that similarity of signs exists in respect to all three aspects
cumulatively. The mentioned ascertainment is confirmed by the Court of
Justice of the European Union when stressing that two signs are similar
when, from the point of view of the relevant public, they are at least
partially identical with regard to one or more relevant aspects, concretely
the visual, phonetic or conceptual aspect (Judgement of the Court of Justice
of the European Union in Case C-286/02, 2003, para. 38).

Also, starting from the fact that, as already mentioned, the average
consumer only rarely has the chance to make a direct comparison of the
different marks, and must place his trust in the imperfect picture of them
that he has kept in his mind (Judgement of the Court of Justice of the
European Union in Case C-342/97, 1999, para. 26), when assessing the
similarity, the rule that the higher attention is paid to those elements of sign
which are similar than to those which are different is applied (Miladinovic,
2009, p. 96).

Visual, phonetic and conceptual similarity of signs. Starting from the
fact that the mentioned aspects of similarity of signs are general notions,
they can best be understood through practical examples. In that sense, as in
assessment of similarity of goods and services, we will use judgement in
case Perfetti Van Melle in which the Court has determined the similarity of
sign 3D and sign 3D (Judgment of the General Court in Case T-390/15,
2016). Thus, the Court took the position that, from visual perspective, both
mentioned signs contain the element 3D, which is also their dominant
element (Judgment of the General Court in Case T-390/15, 2016, para. 60).
In addition to that, the Court has determined that the element ’s is much
smaller than the mentioned common element and that it occupies an
ancillary role in relation to that element, because of which the degree of
visual similarity of sings is higher than average (Judgment of the General
Court in Case T-390/15, 2016, para. 60, 64). Thereafter, the Court has
found that there exists a high degree of phonetic similarity of sings, having
regard to the fact that, starting from the rules of pronunciation, only slight
differences appear at the end of the signs (Judgment of the General Court in
Case T-390/15, 2016, para. 60). Finally, when discussing the conceptual
similarity of signs, the Court took the view that element 3D means three-
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dimensional, the quality of being three-dimensional, whether or not
accompanied by the ancillary element ’s (Judgment of the General Court in
Case T-390/15, 2016, para. 60, 68).

Distinctiveness of the Earlier Protected Sign

After it has been determined that between signs in question a certain
degree of similarity does exist, we proceed to the determination of the
existence of possible distinctiveness of the earlier protected sign. That also
means that, if between concrete signs similarity does not exist, there is no
need for determining the degree of distinctiveness of the earlier protected
sign (Judgement of the Court of Justice of the European Union in Case C-
57/08 P, 2008, para. 56). The distinctiveness represents the capacity of the
sign to identify the goods or services for which it has been registered as
coming from a particular undertaking, and thus to distinguish those goods
or services from those of other undertakings (Judgement of the Court of
Justice of the European Union in Case C-342/97, 1999, para. 22).

The need for determining the degree of distinctiveness was defined
by the Court of Justice of the European Union when stated that: “the more
distinctive the earlier protected sign, the greater will be the likelihood of
confusion” (Judgement of the Court of Justice of the European Union in
Case C-251/95, 1997, para. 24). The mentioned relation of the distinctiveness
of a sign and the likelihood of confusion has for a consequence the fact that
signs with a high degree of distinctiveness, either per se or because of the
reputation they possess on the market, enjoy broader protection than signs
with a less distinctive character (Judgement of the Court of Justice of the
European Union in Case C-39/97, 1998, para. 18).

The Concept of “Likelihood of Association”

When discussing the concept of likelihood of confusion mention
should be made to the concept of likelihood of association, i.e. clarification
should be made to the relation between these two concepts. Namely, as it
was previously mentioned, article 10 paragraph 2. point (b) of the Directive
stipulates, inter alia, that the likelihood of confusion includes the likelihood
of association. The likelihood of association was defined by the Court of
Justice of the European Union as a situation where the public considers the
sign to be similar to the trade mark, because of which the perception of the
sign calls to mind the memory of the trade mark, although the two are not
confused by the public (Judgement of the Court of Justice of the European
Union in Case C-251/95, 1997, para. 16). However, the Court took the
position that from the wording of the mentioned article of the Directive,
which stipulates that the likelihood of confusion includes the likelihood of
association, follows that the concept of likelihood of association is not an
alternative to that of likelihood of confusion, but serves to define its scope
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(Judgement of the Court of Justice of the European Union in Case C-
251/95, 1997, para. 18). In that sense, the concept of likelihood of association
represents just one of the factors which should be taken into account when
assessing whether there exists the likelihood of confusion in the concrete case.

The Global Appreciation of “the Likelihood of Confusion”

As already stated, the existence of the likelihood of confusion is
appreciated globally, taking into account all the above-mentioned factors,
as well as their interdependence. In this regard, the mentioned global
appreciation can best be shown on a practical example, therefore, we will
again use the Perfetti Van Melle case, in a manner in which we will show
all the above-mentioned factors in one place, as well as the assessment
which the Court has given after determining their existence.

Thus, in the mentioned case, the Court, starting from the fact that
confectionery products and cereal chips represent food products, i.e.
everyday consumer goods, has found that the relevant public, i.e. the average
consumers of the concrete type of goods or services, consists of end
consumers of the mentioned products (Judgment of the General Court in
Case T-390/15, 2016, para. 39, 77). Then, the Court has determined the level
of attention of the relevant public, by taking a position that the mentioned
average consumers will evince relatively low degree of attention when
selecting the mentioned products, having regard to the fact that the mentioned
products are mostly inexpensive items (Judgment of the General Court in
Case T-390/15, 2016, para. 39).

Thereafter, the Court drew the conclusion on the degree of similarity
of products. Namely, the Court has determined that confectionery products
and sweet cereal chips show significant similarities in sense that they have
the same intended purpose and method of use, the same distribution
channels, then that they can be manufactured by the same undertakings and
are in competition with each other (Judgment of the General Court in Case
T-390/15, 2016, para. 56). The mentioned conclusion of the Court refers to
the situation where the mentioned products, besides sugar, have other
common ingredients, and therefore have the same nature. However, as the
Court further states, even in a situation where the mentioned products do
not have the same nature, there exists an average degree of similarity of
products (Judgment of the General Court in Case T-390/15, 2016, para.
56). On the other hand, concerning confectionery products and salty cereal
chips, having regard to their overall differences, i.e. their different intended
purpose and method of use, their different manufacture and the fact that
they are not in competition, but having regard to the fact that they have the
same distribution channels, the Court took the position that there exists a
low degree of similarity (Judgment of the General Court in Case T-390/15,
2016, para. 56). With regard to all of the foregoing, the Court took the view
that confectionery products and cereal chips, taken as a whole, show a
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degree of similarity which is slightly lower than the average degree of
similarity (Judgment of the General Court in Case T-390/15, 2016, para. 57).
In this place it is significant to point out that the Court has found, in second
and in third situation, that the similarity of products exist, although the
similarity in regard to all the factors which relate to the mentioned products is
not determined. Namely, the Court has taken this position when making the
global appreciation of the similarity, and bearing in mind the rule that the
similarities between the goods or services outweigh the differences
(Judgment of the General Court in Case T-161/10, 2011, para. 25).

When discussing the similarity of signs the Court took the view
that the signs in question (3D and 3D) show a high degree of phonetic
and conceptual similarity, while the degree of visual similarity of signs is
higher than average. In this regard, the Court further stated that certain
visual differences which exist between the signs in question (element ’s)
are not such as to have an influence on the mentioned degree of similarity
of signs which comes from the common element 3D, and especially starting
from the fact that the average consumer only rarely has the chance to make
a direct comparison of the different signs, but must place his trust in the
imperfect picture of them that he has kept in his mind (Judgment of the
General Court in Case T-390/15, 2016, para. 66). In addition to that, the
Court stated that since the consumers generally pay greater attention to the
beginning of a sign than to the end, the relevant public will pay less attention
to the disputed element ’s (Judgment of the General Court in Case T-390/15,
2016, para. 70). With regard to the aforementioned, the Court drew the
conclusion that mentioned signs, taken as a whole, show a high degree of
similarity (Judgment of the General Court in Case T-390/15, 2016, para. 69).

When discussing the distinctiveness of the signs, the Court has
dismissed the claim of the applicant for trade mark registration that the
element 3D is descriptive of a characteristic of the products for which the
earlier sign is registered, i.e. that it describes cereal chips as products in a
three-dimensional shape, but instead it has determined that in the concrete
case there exists an average degree of distinctiveness (Judgment of the
General Court in Case T-390/15, 2016, para. 19, 75).

After determining the existence of the mentioned factors, the Court
went on to the global appreciation of the likelihood of confusion, i.e. to
the determination of interdependence of the factors, whereby it payed
special attention to the interdependence of the degree of similarity of
signs and the degree of similarity of marked products. In accordance with
the mentioned, the Court has taken into account that a lesser degree of
similarity between goods or services in question may be offset by a
greater degree of similarity between the signs, and vice versa (Judgment
of the General Court in Case T-390/15, 2016, para. 71).

Finally, when discussing the Perfetti Van Melle case, it remained
to the Court to solve the problem of influence which the mentioned level
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of distinctiveness of the earlier protected sign can have on the global
appreciation of the likelihood of confusion. In that sense, the Court first
stated that although the distinctive character or the earlier protected sign
must be taken into account when assessing the likelihood of confusion, it
is only one of the elements entering into that assessment (Judgment of the
General Court in Case T-390/15, 2016, para. 76). Thereafter, the Court
took the position that even in a case involving an earlier protected sign of
weak distinctive character, there may be a likelihood of confusion on
account, in particular, of a similarity between the signs and between the
goods or services covered (Judgment of the General Court in Case T-
390/15, 2016, para. 76).

Having regard to the mentioned, the Court took the view that starting
from the fact that the earlier protected sign possesses an average degree of
distinctiveness and that the products in question, taken as a whole, show a
degree of similarity which is slightly lower than the average degree of
similarity, but also from the fact that, on the other hand, the mentioned signs
show a high degree of similarity and that the relevant public will evince
relatively low degree of attention when selecting the mentioned products, in
the concrete case there exists a likelihood of confusion (Judgment of the
General Court in Case T-390/15, 2016, para. 72, 77).

CONSLUSION

The scope of trade mark as a subjective right, i.e. the limits of
protection acquired by the trade mark, are determined depending on the
circumstances of each concrete case. In other words, each sign protected by
the trade mark enjoys a different scope of protection, which means that it is a
factual issue, to which the answer cannot be given in advance. In that sense,
solutions stipulated by the Directive which are related to the mentioned
problem, represent only a starting point for determining the scope of trade
mark as a subjective right, i.e. the framework in which the practice may
operate. The mentioned solution is conditioned by, on one hand, the inability
of the legislator to follow the everyday movement of commercial life, and on
the other hand, by the fact that determining the existence of the likelihood of
confusion depends largely on the subjective elements which are not suitable
for precise defining with relevant legal norms.

Namely, when determining the scope of protection, we start from
the concept of likelihood of confusion, whereby the mentioned concept is
not defined by the Directive, but the Directive only gives its frameworks,
which are identity, i.e. similarity of goods and services on the one hand,
and identity, i.e. similarity of signs on the other. Starting from the mentioned
frameworks, the practice has determined the elements on the basis of which
the existence of the mentioned similarities is determined, and therefore the
existence of the likelihood of confusion. However, the mentioned elements
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cannot be treated as rules on the basis of which we could in advance give
an answer on the existence of the likelihood of confusion, i.e. on the basis
of which we could in advance determine the scope of protection acquired
by the concrete trade mark. Such conclusion is conditioned by the fact
that the assessment of mentioned similarities is made by the average
consumer, which implies individual approach in each concrete case.

Thus, the scope of protection which is acquired by the trade mark
as a subjective right is determined particularly for each sign protected by
the trade mark, starting from the circumstances of the concrete case, on
the basis of certain elements whose existence depends on the assessment
of the average consumer, which includes certain subjective factors in the
mentioned assessment, whereby the mentioned assessment must move in
the framework established by the Directive.
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OBUM CYBJEKTUBHOI ITIPABA HA KUI'
Y IIPABY EBPOIICKE YHUJE

Bykamun Ilerposuh
Yuusepsuret y Kparyjesiy, [Ipasau dakynrer, Kparyjesam, Cpouja

Pe3ume

JKurom kao cyOjeKTHBHHM TIPaBOM INTHTE C€ O3HAKE KOje y IMPOMETY CIIyXe 3a
obemnexaBame poda WIH YCIyTa jeTHOT PUBPENHOT cy0jeKTa y HIJbY pa3iIMKOBama O
UCTe WIM CIMYHE pode WM yCIIyre JPYror NnpuBpefHor cydjexkra. Kako Ou HaBeneHu
b OMO OCTBapeH, HOCHIIAL] XHTa MOXKE Ce CYNPOTCTaBUTU CBAaKOM Tpehem iy na
0e3 IberoBe carjIaCHOCTH KOPUCTH Y MPUBPEIHOM NPOMETY 03HAKY KOja jé HCTOBETHA ca
’KUTOM y OJIHOCY Ha poOy MJIM yCIIyre Koje Cy MCTOBETHE OHMMA 3a KOje je XUl peru-
CTPOBaH, Kao M 03HAKY KOja je UICTOBETHA, OTHOCHO CITTYHA FHEr0BOj KHUTOM 3aIITHNEHO]
O3HaIY, ¥ TO 3a o0elNexaBame poda MM yciyra Koje Cy HCTOBETHE WM CIIMYHE OHUMa
3a KOje je JKUI' PeruCTpOBaH, YKOJIHKO TTOCTOjH BepoBaTHONA 1a 300T Te HCTOBETHOCTH,
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OJTHOCHO CJIMYHOCTH, HacTaHe 3a0yHa y peJIeBaHTHOM Jely jaBHOCTH Y IOTJeRy II0-
peKIIa )KUTroM 00eNIeKeHIX poba Wl yCIIyTa.

Mebhyrtum, 3a pa3ianKy o IpBe CHTYaIHje, OMHOCHO Kopumhemka HCTOBETHE O3HAKE
3a o0enexaBame HCTOBETHUX poda MIIH YCIIyTa, KOja je Y BEJIMKO] MEpHU jeJHOCTaBHA 3a
pelaBame, jefaH OJ HajCIOKEHUjUX MpoOJieMa KOjH Ce jaBJba y BE3H Ca 3aITHTOM
IpaBa HOCHOLA JKUT'a THYE Ce ApyTe CHTYyallHje, OJJHOCHO KOHIlenTa BepoBatHohe 3a0y-
He, KOjU yjeIHO IpecTaB/ba HajBAKHUJU €IeMeHT 3a onpehuBame oOMMa kura kao
CyOjeKTHBHOT TIpaBa.

V Be3u ca HaBeneHuM, Tpeba ncrahu qa mojam BepoBatHohe 3a0yHe HUje AeUHH-
can [lupextuBom, Beh je mpaxca, a mpe cBera Cyn mpasae EBporicke yHHje, oapeniia
eJIeMEeHTEe Ha OCHOBY KOjHX Ce HEeHO IocTojame yTBphyje. HaBenenu enementn cy mpe
CBera, peJieBaHTHA jaBHOCT, CIIMYHOCT Po0a, OJHOCHO YCIIyTa, M CIMYHOCT 03Haka. Kako
Ou ce yTBpIHO OOMM 3aIITUTE KOjU CE CTHYE OJpel)eHuM KHUroM, TOTpeOHO je neduHu-
CaTH MOMEHYTE EJIEMEHTE, 3aBHCHO Ol OKOJHOCTH CBAKOT KOHKPETHOT cilydaja, mparehu
Kputeprjyme nerHIcama ycTaHoBJbeHe o1 cTpaHe Cyna npasne EBporicke yHuje.

Taxko, kaza je ped 0 peNeBaHTHO] jaBHOCTH, OCHOBHH KPHUTEPHjyM H-eHOT JeduHu-
cama jecTe IMPOCEYHHU MOTPOIIay KOHKPETHE BpcTe poba WM yClyra KOju je pa3yMHO
no6po MHpOpMICaH U 00a3puB, ca pa3yMHOM MOhH 3amaxama, IIPH Y€MY je HEOITXOTHO
YTBPIUTH HUBO H-ETOBE MAKE-E 3aBHCHO OJI BPCTE poda WM yCIIyra y NUTawby. 3aThM,
KaJia ce paJy O CIMYHOCTH poda, OJTHOCHO YCIIyra, IoJIa3y ce O] IbHXOBE NPUPOJE, Ha-
MEHEHE CBpXe, IbHXOBOT HauMHA KOpHIIherma, Kao ¥ Of] YUI-CHULE Ja JIU ¢y MeljycoOHO
y KOHKYPEHIIMjH WK Cy KOMIUIeMeHTapHe. Kasa je ped o CIMYHOCTH O3HaKa, y3uMa ce
y 003up BH3yelHa, (JOHETCKA WM KOHILIENTyallHA CIMYHOCT O3HAKA, IIPY YeMy HaBeIeHa
CIMYHOCT MOpa OHTH 3aCHOBaHA HA YKYITHOM YTHCKY KOjH O3HAaKe OCTaBJbajy, OCEOHO
nMajyhu y BUIy BMXOBE JUCTHHKTHBHE M JOMUHAHTHE KoMIIoHeHTe. Ha kpajy, kana ce
YTBp/ie TIOMEHYTH €JIEMEHTH, CyJ BpIIM IPOLEHY NOCTOjama BepoBaTHOhe 3a0yHe Ha
OIMIITH HAa4WH, y3UMajyhu y 003up cBe MpeTXOmHO yTBpheHe eneMeHTe, Kao U BHXOBY
Mel)ycoOHy 3aBUCHOCT.

Jlakne, ma OU KU OCTBApHO CBOjY CBPXY, OJJHOCHO Kako Ou ce oHeMoryhua 3a0yHa
y NPOMETY y TOIJIey TOPEKiIa JKHUIoM OOEIeKeHHX poda MM yCiyra, HEOIXOIHO je
HPELU3HO OJPEAUTH HEroB 00MM, OJHOCHO TPaHHIIE 3aIUTUTE KOjy UCTH MpYKa CBOM
HOCHOIy y TIOTJIely KOHKpeTHe o3Hake. Ha HaBenenn HaumH 00e30el)yjy ce mHTEpecH
npaBHe CUTYpHOCTH, nMajyhu y Buay 1a ce omoryhaBarmeM noTpoliauynMa aa pasiuKyjy
JKHTOM 00eNekeHy poOy WK yciayre ol pobda WK yciayra Koje uMajy ApYro Mopekyo
IITUTE KAKO HHTEPECH HOCHOLIH JKHI'a TAKO U MHTEPECH MOTPOIIaya.



